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DETAILED ACTION 

Specification 

1 . The title of the invention, Telecommunications System, is not descriptive. A new 
title is required that is clearly indicative of the invention to which the claims are directed. 



Claim Objections 

2. Claims 1 , 6 and 7 are objected to because of the following informalities: 

Claims 1 and 7 are objected to because they include reference characters, which 
are not enclosed within parentheses (e.g. UMTS, MSISDN, VoIP, PDP, GGSN, IMSI, 
SIP, etc.). Reference characters corresponding to elements recited in the detailed 
description of the drawings and used in conjunction with the recitation of the same 
element or group of elements in the claims should be enclosed within parentheses so 
as to avoid confusion with other numbers or characters which may appear in the claims. 
See MPEP§ 608.01 (m). 

Claim 6 includes all limitations recited in claim 4 and is apparently duplicated 
from claim 5. 



Appropriate correction is required. 
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Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1, 4-6 and 8-12 are rejected under 35 U.S.C. 102(e) as being anticipated 
by US Patent No. 6,61 1,516 to Pirkola et al. (hereinafter "Pirkola"). 

Regarding claims 1 and 8, Pirkola teaches a telecommunication system and a 
method [Fig. 2; A system includes a cellular network/GSM 260, a MIPTN 202 and a 
PSTN 240; col. 5, lines 64-67] including a mobile station [Fig. 2, MS Terminal in the 
cellular network; col. 6, lines 38-40], having a Mobile Subscriber Integrated Services 
Digital Network (MSISDN) number associated with the station or its user [Fig. 2; MS 
has been assigned one MSISDN number in E.164 format; col. 8, lines 17-19], and 
means for enabling the mobile station to receive Voice-over Internet Protocol (VoIP) 
calls [Figs. 2 & 14; MS roaming to Mobile IP-telephony Network MIPTN 202] 
established when dynamic Internet Protocol IP addressing is used [Figs. 2 & 14; 
Gateway Function 210 makes an address translation based on mapping between 
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subscriber's MSISDN & IMSI and dynamic mapping between IMSI & IP address; 
col. 22, lines 32-43] and the mobile station is not in an active Packet Data Protocol 
PDP context while roaming away from a home network [Figs. 2 & 14; MS Terminal, a 
cellular network subscriber, roaming in MIPTN 202]. The telecommunication system 
and the method comprise: 

means for informing a serving Gateway GPRS Serving Node (GGSN) [Fig. 2, 
Gateway Function 210 (in conjunction with MIPTN Visited Function 206); Fig. 14, 
Steps 1-9; col. 21, lines 10-67, col. 22, lines 1-15] of the roaming network [Figs. 2 & 
14; MS Terminal, a cellular network subscriber, has roamed to MIPTN; col. 20, 
lines 60-62] of the International Mobile Subscriber Identity (IMSI) of the called mobile 
station [Figs. 2 & 14; Fig. 2; MS has been assigned one MSISDN number in E.164 
format; col. 8, lines 17-19] and 

means for enabling a serving VoIP call control server [Figs. 2 & 14, Gateway 
Function 210/210A] to map a called MSISDN number to the IMSI number [Fig. 14, 
steps 1-3 &12-13; Gateway Function 210/211, in conjunction with the cellular 
Home Function 266, makes an address translation based on mapping from 
subscriber's MSISDN to IMSI; col. 21, 10-40]. 

Regarding claims 4 and 9, Pirkola teaches that the system and the method 
include a stored mapping table which contains a mapping of the MSISDN number of the 
mobile station to its IMSI number [Fig. 8, steps 2 & 3, the mobile station's IMSI in the 
MIPTN 202 points to Gateway Function 210 and the number of the Gateway 
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Function 210 is provided with an MSISDN number in E.164 format; col. 15, lines 
32-34 & 52-65]. The table can be accessed by the home VoIP call control server [Figs. 
2 & 8, HLR 264] for passing the IMSI number to the serving VoIP call control server 
[Fig. 8 step 4, HLR sends a message to the Gateway Function 210, providing the 
subscriber's IMSI and profile maintained in the HLR 264; col. 15, lines 66-67, col. 
16, 1-4; Fig. 14, step 3; Home Function 266 sends a roaming number request to 
the Gateway function 210 providing called subscriber's IMSI; col. 21, lines 36-38]. 

Regarding claims 5 and 6, Pirkola teaches the system includes means for 
providing an enhanced terminal registration message so that, upon registration [Fig. 8; 
steps 1-3; col. 15, lines 19-65], a mobile station informs the serving VoIP call control 
server of its IMSI number [Fig. 8; steps 1-2; MS sends an update location message 
including its IMSI to the serving MIPTN Visited Function 206. In this case, the 
MS's IMSI points to the Gateway Function 210; col. 15, lines 20-22 & 33-34]. 

Regarding claim 10, Pirkola teaches the home VoIP call control server passes 
the IMSI number to the serving VoIP call control server [Fig. 14, step 3; Home 
Function 266 sends a roaming number request to the Gateway function 210 
providing called subscriber's IMSI; col. 21, lines 36-38]. 

Regarding claim 11, Pirkola teaches when the mobile station registers with the 
roaming network, it informs the serving VoIP call control server with its IMSI number 
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[Fig. 8; steps 1-2; MS sends an update location message including its IMSI to the 
serving MIPTN Visited Function 206. In this case, the MS's IMSI points to the 
Gateway Function 210; col. 15, lines 20-22 & 33-34]. 

Regarding claim 12, Pirkola teaches the IMSI number of the called party is 
passed from home VoIP call control server to serving VoIP call control server in the one 
or more call setup messages [Fig. 14, step 3; Home Function 266 sends a roaming 
number request to the Gateway function 210 providing called subscriber's IMSI; 
col. 21, lines 36-38; Steps 4-9, the complete call setup procedure; col. 21, lines 46- 
67, col. 22, lines 1-14]. 



Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over US 
Patent No. 6,61 1,516 to Pirkola et al. (hereinafter "Pirkola"), in view of US Patent No. 
6,907,431 to Sayers et al. (hereinafter "Sayers"). 
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Regarding claim 7, Pirkola teaches all limitations recited in the parent claim of 
claim 7. Pirkola also teaches that an H.323 terminal may register with or communicate 
with MIPTN visited Function 208 [Fig. 2; col. 6, lines 51-55]. 

Pirkola does not expressly teach the VoIP call control server is an H.323 
gatekeeper or a Session Initiation Protocol (SIP) proxy/server. 

Sayers teaches an H.323 gatekeeper [Fig. 4, Gatekeeper 41; col. 11, lines 12- 
13] to provide the functions necessary to control the terminals with the H.323 domain 
[col. 11, lines 12-18], and an H.323 Gateway [Fig. 4, Gateway 42; col. 11, lines 45- 
46], which is part of VoIP call control operation, to provide line interface and transcoding 
functions that allow the voice and data traffic to be sent to existing networks [col. 11, 
lines 45-49]. 

It would have been obvious to a person of ordinary skill in the art at the time of 
the invention to incorporate the H.323 gatekeeper and/or H.323 gateway functions, as 
taught by Sayers, into Pirkola's Gateway Functions 210 since Pirkola's invention is 
already able to support the H.323 terminal in MIPTN Visited Function 208. 

The motivation for combining the reference teachings would be to be able to 
support the widely deployed H.232 terminal devices in the MIPTN VoIP network. 

Allowable Subject Matter 

5. Claims 2 and 3 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 



Application/Control Number: 10/030,387 
Art Unit: 2616 



Page 8 



Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

• US Patent No. 6,690,769 to Turunen et al. disclose "Method And System For 
Bearer Management In A Third Generation Mobile Telecommunications 
System" 

• US Patent No. 6,104,929 to Josse et al. disclose "Data Packet Radio Service 
With Enhanced Mobility Enhancement" 

• US Patent Publication No. 2002/0049059 A1 by Soininen et al. disclose "IP 
Routing Optimization In An Access Network" 

• US Patent Publication No. 2001/0050908 A1 by Verkama discloses 
"Mechanism For Network Initiated-lnformation Transfer" 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Albert T. Chou whose telephone number is 571-272- 
6045. The examiner can normally be reached on 8:30 - 17:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hassan Kizou can be reached on 571-272-3088. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Albert T. Chou . 

June 5, 2006 fit- V K 
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